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REMARKS 

Favorable reconsideration of this application in view of the remarks to follow 
is respectfully requested. Since the present Response raises no new issues, and in any event, 
places the application in better condition for consideration on appeal, entry thereof is 
respectfully requested. 

Applicants observe that no claim amendments have been performed in this 
Response; therefore the claims are in the form as indicated in the Amendment and Response 
dated July 3, 2003. 

In the Final Rejection, Claims 1-10 and 28-30 stand rejected under rejected 
under 35 U.S.C. §102 (b) as allegedly anticipated by or, in the alternative, under 35 U.S.C. 
§ 103 as allegedly unpatentable over the article to E.M. Kakuno, et al. entitled "Structure, 
Composition, and Morphology of Electrodeposited Co x Fei_ x Alloys", J. Electrochemical Soc, 
Vol. 144, No. 9, September 9, 1997, pp. 3222-3226 ("Kakumo, et al."). 

Concerning the § 102(b) rejection, it is axiomatic that anticipation under § 102 
requires that the prior art reference disclose each and every element of the claim to which it is 
applied. In re King . 801 F.2d, 1324, 1326, 231 USPQ 136, 138 (Fed. Cir. 1996). Thus, there 
must be no differences between the subject matter of the claim and the disclosure of the prior 
art reference. Stated another way, the reference must contain within its four corners adequate 
direction to practice the invention as claimed. The corollary of the rule is equally applicable: 
Absence from the applied reference of any claimed element negates anticipation. Kloster 
Speedsteel AB v. Crucible Inc. . 793 F.2d 1565, 1571, 230 USPQ 81, 84 (Fed. Cir. 1986). 
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Applicants respectfully submit that the claims of the present application are not 
anticipated by the disclosure of Kakuno, et al. since the prior art reference does not disclose 
applicants' claimed cobalt-iron binary alloy electroplated film which has a saturation 
magnetization of at least about 2 JO Telsa, is substantially free of oxygen and iron oxide, 
anisotropic and consisting of a binary alloy (100%-x) Co(x)Fe, where x is between about 55% 
and about 75% by weight. The term "anisotropic" is used in the present invention to denote a 
film exhibiting properties with different values when measured along axes in different 
directions. 

Kakuno, et al. investigated the structure, composition and morphology of 
Co x Fei.x alloys prepared on a copper substrate under potentiostatic electrodeposition 
conditions to produce composition modulated alloys. In Kakuno, et al., x is from 0 to 1. 
Applicants respectfully submit that Kakuno, et al. do not disclose a cobalt-iron binary alloy 
having the claimed features. Specifically, Kakuno, et al. do not disclose a cobalt-iron binary 
electroplated film having a saturation magnetization of at least about 2.30 Telsa, which is 
substantially free of oxygen and iron oxide, and that the film is anisotropic. These features of 
the claimed invention are not disclosed in the Kakuno, et al. article; therefore the claims of the 
present invention cannot be anticipated by the disclosure of Kakuno, et al. 

The foregoing remarks clearly demonstrate that the applied reference does not 
teach each and every aspect of the claimed invention, as required by King and Kloster 
Speedsteel ; therefore the claims of the present application are not anticipated by the disclosure 
of Kakuno, et al. Applicants respectfully submit that the instant § 102(b) rejection has been 
obviated and withdrawal thereof is respectfully requested. 
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With respect to the § 103 rejection, applicants submit that the claims of the 
present invention are not rendered unpatentable by the disclosure of Kakuno, et al., since the 
applied reference does not teach or suggest applicants' claimed cobalt-iron binary 
electroplated film having a saturation magnetization of at least about 2 JO Telsa, which is 
substantially free of oxygen and iron oxide, and that the film is anisotropic. Applicants 
respectfully submit that the applied prior art reference does not mention that their cobalt iron 
alloys have the claimed features recited above. Indeed, the applied reference is silent in regard 
to applicants' claimed features. 

Applicants further submit that in the applied reference the film deposit has 
some oxygen and/or oxide present therein as is evident by the fact that the applied reference 
indicated the presence of Fe(OH) + and Co(OH) + intermediates. See Page 3225, right hand 
column. 

The § 103 rejection fails because there is no motivation in the applied 
reference which suggest modifying the disclosed deposits of the applied reference to include 
the various features recited in the claims of the present invention. Thus, there is no 
motivation provided in the applied references, or otherwise of record, to make the 
modification mentioned above. "The mere fact that the prior art may be modified in the 
manner suggested by the Examiner does not make the modification obvious unless the prior 
art suggested the desirability of the modification." In re Vaeck , 947 F.2d, 488, 493, 20 USPQ 
2d. 1438, 1442 (Fed.Cir. 1991). 

In view of the above remarks and the experiments evidenced in the attached § 
132 Declaration, applicants submit that the claims of the present invention are patentably 
distinguished from the disclosure of Kakuno, et al. Applicants thus respectfully request that 
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the Examiner reconsider and withdrawal the rejections under 35 U.S.C. § 102(b) and §103 
that are based upon the disclosure of Kakuno, et al. 

The rejection under 35 U.S.C. §103 has been obviated; therefore 
reconsideration and withdrawal thereof is respectfully requested. 

Thus, in view of the foregoing amendments and remarks, it is firmly believed 
that the present case is in condition for allowance, which action is earnestly solicited. 




Registration No. 39,394 

SCULLY, SCOTT, MURPHY & PRESSER 
400 Garden City Plaza 
Garden City, New York 1 1530 
(516) 742 4343 

LSS/sf 

Enclosure Declaration under §1.132 



5 



G:\Ibm\1422\13521\amend\13521.AM5.doc 



